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Please find below a communication from the EXAMINER in charge of this application 

Commissioner of Patents 



The reply filed on July 2, 2003, is not fully responsive to the prior 
Office Action because of the following omission (s) or matter (s) : although 
original claim numbering must be preserved in a patent application in 
accordance with MPEP 608.01 (j) this pertains to an individual case under 
examination; further albeit the instant application is a continuation in part 
application of the parent case 08/996976, now abandoned, however, the instant 
application is considered a new case for continued examination purposes and is 
assigned its own application number and index of claims. Thus, prosecution is 
continued while Applicants maintain the benefit to an earlier filing date but 
with respect to claim amendments (added claims, amended claims, canceled 
claims, etc .) carrying over from a parent case into a continuing new case, this 

^ -is not -in accordance with MPEP 601. Or ( j ) . Applicants f ile~d the cbhtinuing 

case 09/912,471 with the original claims 1-80 and a Preliminary Amendment 
requesting cancellation of claims 94 and 103-105 which are not in the case, 
and can not be carried over from the parent case and hence can not be 
canceled. Also Applicants should note that claim 102 is not in the 
Preliminary Amendment as filed in the instant case, and is not even in the 
instant case for examination. Further, while the examiner can renumber claims 
in accordance with MPEP 601. 01 (j) in this continuing case, if this were to take 



place there are certain claims Applicants may desire to have examined that 
would not be able to be examined because they are not in the case. Therefore, 
it would appear prudent for Applicants to cancel all desired pending claims 
and resubmit all of the desired claims (1, 3-36, 92-93, 95-102 and 106-113) as 
new clams 81-133. The preservation of claim numbering does not carry over from 
one case to the next, and it is only the benefit of the filing date of the 
claimed subject matter not the claim numbering that is preserved. Each case 
has its own index of claims whether the case is a new application or a 
continuing new application. See 37 CFR 1.111. Since the above-mentioned 
reply appears to be bona fide, applicant is given ONE (1) MONTH or THIRTY (30) 
DAYS from the mailing date of this notice, whichever is longer, within which 
to supply the omission or correction in order to avoid abandonment. 
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136(a) . 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to D.K. Ware whose telephone number is (703) 
308-4245 . 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number i^/)(7p3) 3M-0196. 





PATBIT EXAMINER 



D.K. Ware 
October 6, 2003 



t Revised Notice* 

AMENDMENTS MAY NOW BE SUBMITTED IN REVISED FORMAT 



The United States Patent and Trademark Office (USPTO) is permitting applicants to submit amendments in a revised 
format as set forth below. Further details of this practice are described in AMENDMENTS IN A REVISED FORMAT 
NOW PERMITTED, signed January 31, 2003, expected to be pubHshed in Official Gazette on February 25, 2003 
(Notice posted on the Office's web site at 

http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/revamdtprac.htm ). The revised amendment 
format is essentially the same as the amendment format that the Office is considering adopting via a revision to 
37 CFR 1.121 (Manner of Making Amendments). The revision to 37 CFR 1.121 (if adopted) will simplify amendment 
submission and improve file management. The Office plans to adopt such a revision to 37 CFR 1.121 by July of 2003, 
at which point compliance with revised 37 CFR 1.121 will be mandatory. 

Effective immediately, all applicants may submit amendments in reply to Office actions using the following format. 
Participants in the Office's electronic file wrapper prototype' receiving earlier notices of the revised practice may also 
employ the procedures set out below. 

REVISED FORMAT OF AMENDMENTS 

Begin on separate sheets: 

Each section of an Amendment (e.g., Claim Amendments, Specification Amendments, Drawing Amendments, and 
Remarks) should begin on a separate sheet. For example, in an amendment containing a.) introductory comments, b.) 
amendments to the claims, c.) amendments to the specification, and d.) remarks, each of these sections must begin on 
a separate sheet. This will facilitate the process of separately indexing and scanning of each part of an amendment 
document for placement in an electronic file wrapper. 

Two versions of amended part(s) no longer required: 

The current requirement in 37 CFR 1.121(b) and (c) to provide two versions (a clean version and a marked up 
version) of each replacement paragraph, section or claim will be waived where an amendment is submitted in 
revised format below. The requirements for substitute specifications under 37 CFR 1.125 will be retained. 

A) Amendments to the claims: 

Each amendment document that includes a change to an existing claim, or submission of a new claim, must include a 
complete listing of all claims in the application. After each claim number, the status must be indicated in a 
parenthetical expression, and the text of each claim under examination (with markings to show current changes) must 
be presented. The listing will serve to replace all prior versions of the claims in the application. 

(1) The current status of all of the claims in the application, including any previously canceled or withdrawn 
claims, must be given. Status is indicated in a parenthetical expression following the claim number by one of 
the following: (original), (currently amended), (previously amended), (canceled), (withdrawn), (new), 
(previously added), (reinstated - formerly claim #_), (previously reinstated), (re-presented - formerly 
dependent claim #_), or (previously re-presented). The text of all pending claims under examination must be 
submitted each time any claim is amended. Canceled and withdrawn claims should be indicated by only the 
claim number and status, 

(2) All claims being currently amended must be presented with markings to indicate the changes that have been 
made relative to the immediate prior version. The changes in any amended claim should be shown by 
strikethrough (for deleted matter) or underlining (for added matter). An accompanying clean version is not 
required and should not be presented. Only claims of the status "currently amended" will include markings. 

(3) The text of pending claims not being amended must be presented in clean version, i.e., without any markings. 
Any claim text presented in clean version will constitute an assertion that it has not been changed relative to 
the immediate prior version. 



* The Office's Electronic File Wrapper prototype program is described in USPTO ANNOUNCES PROTOTYPE OF IMAGE 
PROCESSING, 1265 Off Gaz. Pat. Office 87 (Dec. 17, 2002) ("Prototype Announcement"), and applies only to Art Units 1634, 
2827 and 2834. 

Flyer for mailing with all Office actions by all TCs (except Art Units 1634, 2827 and 2834) 
02/13/03 



; 

(4) A claim may be canceled by merely providing an instruction to cancel. Listing a claim as canceled will 
constitute an instruction to cancel. Any claims added by amendment must be indicated as (new) and shall not 
be underlined. 

(5) All of the claims in each amendment paper must be presented in ascending numerical order. Consecutive 
canceled or withdrawn claims may be aggregated into one statement (e.g.. Claims 1 - 5 (canceled)). 



Example of listing of claims fuse of the word "claim" before the claim number is optional): 

Claims 1-5 (canceled) 
Claim 6 (withdrawn) 

Claim 7 (previously amended): A bucket with a handle. 

Claim 8 (currently amended): A bucket with a gr e en blue handle. 

Claim 9 (withdrawn) 

Claim 10 (original): The bucket of claim 8 with a wooden handle. 
Claim 1 1 (canceled) 

Claim 12 (re-presented - formerly dependent claim 1 1) A black bucket with a wooden handle. 
Claim 13 (previously added): A bucket having a circumferential upper lip. 
Claim 14 (new): A bucket with plastic sides and bottom. 

B) Amendments to the specification: 

Amendments to the specification must be made by presenting a replacement paragraph or section marked up to show 
changes made relative to the immediate prior version. An accompanying clean version is not required and should not 
be presented. If a substitute specification is being submitted to incorporate extensive amendments, both a clean 
version (which will be entered) and a marked up version must be submitted as per current 37 CFR 1.125. 

C) Amendments to drawing figures: 

Drawing changes must be made by presenting replacement figures which incorporate the desired changes and which 
comply witii § 1.84. An explanation of the changes made must be presented in the remarks section of the amendment. 
Any replacement drawing sheet must include all of the figures appearing on the immediate prior version of the sheet, 
even though only one figure may be amended. The figure or figure number of the amended drawing should not be 
labeled as "amended." If the changes to the drawing figure(s) are not accepted by the examiner, applicant will be 
notified of any required corrective action in the next Office action. No fiirther drawing submission will be required, 
unless apphcant is notified. 

Any questions regarding the submission of amendments pursuant to the revised practice set forth in this flyer should 
be directed to the following legal advisors in the Office of Patent Legal Administration (OPLA): Elizabeth Dougherty 
rElizabeth.Doughertv@uspto.gov) , Gena Jones fEugenia.Jones@uspto.gov) or Joe Narcavage 
(Joseph.Narcavage@uspto. gov) . For information on the waiver or legal aspects of the prototype, please contact Jay 
Lucas (Jav.Lucas@uspto.gov) , Senior Legal Advisor (PCTLA) or Rob Clarke fRobert.Clarke@uspto.gov) , Senior 
Legal Advisor (OPLA). Alternatively, further information may be obtained by calling OPLA at (703) 305-1616. 



♦ Revised Notice: See Sec. B) for changes relating to substitute specifications, and Sec. C) for changes on replacement drawing 
practice. 
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